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DETAILED ACTION 

Claim Objections 

1 . Claims 4-6 are objected to under 37 CFR 1 .75(c) as being in improper form because a 
multiple dependent claim should refer to other claims in the alternative only, and cannot depend 
from any other multiple dependent claim. See MPEP § 608.01(n). Accordingly, the claims 4-6 
have not been further treated on the merits. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

4. Claims 1-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. Patent 
No. 3,696,251 toLastetal. 

Last et al. disclose the design and construction of a method of generating electricity and 
electrical generator, comprising: 

a floating body (20) floating on waves; 
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a heavy body (11) elastically supported on said floating body by an elastic 
member (10) so that a damping force is produced between said floating body and said 
heavy body with the movement of said heavy body; and 

a power generating means (5 & 7) for converting kinetic energy to electric 

energy; 

wherein a spring constant of said elastic member (spring rate) is preset (column 2, 
lines 63) so that the undamped natural frequency coo of said elastic member is close to the 
frequency © of waves which vibrate said floating body within a predetermined range of 
the ratio cg/cqo, thereby utilizing resonance (column 2, line 64) of said elastic member 
with waves. 

It would have been obvious to one skilled in the art at the time the invention was made to 
use a spring or elastic body having a preset spring constant or rate as disclosed by Last et al. for 
the purpose of allowing the generator to operate optimally within the conditions of the 
environment for which it was designed. 

It would have also been obvious to one having ordinary skill in the art at the time the 
invention was made to select the undamped natural frequency a> 0 of said elastic member close to 
the frequency co of waves which vibrate said floating body within a predetermined range of the 
ratio co/coo, since it has been held that where the general conditions of a claim are disclosed in the 
prior art, discovering the optimum or workable ranges involves only routine skill in the art. In re 
Alter, 105 USPQ 233. 

As to the language on lines 6-10 of claim 1 and 6-9 of claim 2, the Applicant should note 
that this is merely "result" language which cannot be relied upon to define over Last et al, since 
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Last et al. discloses all of the claimed elements and their recited relationships. Moreover, the 
Examiner will presume that the recited result(s) (". . . so that the undamped natural frequency a>o 
of said elastic member is close / equal to the frequency a> of waves which vibrate said floating 
body within a predetermined range of the ratio co/coo, thereby utilizing resonance of said elastic 
member with waves.") are inherent in Last et al. since all of the claimed elements and the 
relationships therebetween are met by Last et al. 

5. With regards to claim 2, Last et al. disclose a spring constant of said elastic member 
being preset so that the undamped natural frequency of said elastic member is equal to the 
frequency of waves which vibrate said floating body, thereby utilizing resonance of said elastic 
member with waves. 

6. With regards to claim 3, it would have been obvious to one having ordinary skill in the 
art at the time the invention was made to select a spring or elastic body having variable spring 
constant and an undamped natural frequency which is adjustable, since it has been held that the 
provision of adjustability, where needed, involves only routine skill in the art. In re Stevens, 101 
USPQ 284 (CCPA 1954). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. See PTO-892. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PEDRO J. CUEVAS whose telephone number is (571)272-2021. 
The examiner can normally be reached on M-F from 9:00 - 6:30. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Quyen Leung can be reached on (571) 272-8 1 88. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Pedro J. Cuevas/ 
Examiner, Art Unit 2834 
December 5, 2008 



